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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anelli et al., 6,577,796 B2 and PCT Publication WO 00/21098 (hereinafter referred to 
collectively as Anelli) in view of Uemura et al., 5,1 34,036 (Uemura) and Kamachi et al., 
5,187,226 (Kamachi), further in view of Snow et al, 6,350,431 B1 (Snow), for reasons of 
record. 

Anelli is as set forth previously and discloses a telecommunications cable 
comprising an elongated element housing at least one transmitting element, said 
element comprising a water-soluble polymer material such as vinyl alcohol/vinyl acetate 
copolymer, as required by claim 1 . See for example abstracts and entire documents. In 
addition, the elongated element is a tubular element comprising at least one sheath 
made from said water-soluble polymer material, comprising a double layer sheath in 
which the inner sheath is made from a water-soluble polymeric composition and the 
outer sheath is made from a conventional water-insoluble composition, and further 
comprising a third outer sheath made from water-soluble polymer material, as required 
by claims 18-20. Alternatively, Anelli discloses that the elongated element is a grooved 
core comprising at least one groove longitudinally disposed on the outer surface of said 
core, as required by claim 21 . See for example '796, column 4, lines 35-62. As to the 
specific composition of the water-soluble polymer material, Anelli discloses that his 
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particular preferred embodiment comprises a vinyl alcohol/vinyl acetate copolymer that 
can be obtained by partial hydrolysis of the acetate groups of a polyvinyl acetate 
homopolymer. See column 5, line 50 through column 6, and line 2. Anelli discloses 
that his composition can contain conventional additives such as stabilizers and 
plasticizers, wherein at least 5% of the total weight of the composition is plasticizer, and 
can range from about 1 % to about 30% by weight as required by claims 10-11. 
Additionally, Anelli discloses that the copolymer is present in amounts of at lest 50% by 
weight and more than 75% by weight, per claims 8-9. See for example '796 column 10, 
lines 17-40 and column 17, lines 12-27. Anelli is silent as to the specific stabilizer. 

Uemura discloses ethylene-vinyl alcohol copolymers produced by saponification 
of ethylene-vinyl ester (such as vinyl acetate) in the presence of an antioxidant of the 
type contemplated by applicants, namely, "IRGANOX 1098". See entire document and 
for example columns 3-5. Kamachi discloses vinyl alcohol polymers and copolymers 
with vinyl acetate that are produced by a process that includes hydrolysis in the 
presence of an antioxidant such as "IRGANOX 1098" which enhances the degree of 
polymerization in the presence of oxygen. See entire document, and for example, 
columns 5-7. 

Regarding claims 1, 6-7, 12-17, and 22-26, Snow teaches compounds 
comprising backbone structures that are substantially similar to that of formula 1 , 
wherein the compounds are of the type set forth by applicants in claims 6-7, 12-17, and 
22-26. See entire document, for example, column 2, lines 35-40 and column 3-4. The 
compounds can be attached to surfactant molecules by means of linking groups and the 
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surfactant molecules have many utilities such as stabilizers. Note column 9, line 25 
through column 1 0, and line 30. In addition, Snow teaches that the linking group can be 
a lysine, per claim 16. Note column 29, line 64 through column 28, line 5. As to the 
distance between the two hydrogen atoms, Snow teaches that it is the examiner's 
position that the teachings at column 43, line 27 through column 44 and line 50, would 
render obvious compounds having the requisite spacing, in the absence of factual 
evidence to the contrary. Applicants are invited to provide such evidence. 

It would have been obvious to one having ordinary skill in the art to modify the 
teachings of Anelli by using as the stabilizer, the surfactant molecule taught by Snow 
with the reasonable expectation of obtaining the efficacious properties associated 
therewith. 

Regarding claims 2-5, it is the position of the examiner that the discovery of an 
optimum value of a result effective variable in a known process is ordinarily within the 
skill of the art. 

Therefore, when considered as whole, the combined teachings of Anelli, Uemura 
and Kamachi and Snow would have rendered obvious the invention as claimed in 
present claims 1-26. 

Response to Arguments 

3. Applicant's arguments filed October 27, 2008 have been fully considered but they 
are not persuasive. 

Applicants argue that Snow is directed to compounds designed and intended for 
completely different purposes than the hydrolysis stabilizer compound used in Anelli or 
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the claimed invention, and therefore, one of skill in the art would never have considered 
the reference alone or thought to combine it with the other prior art references. 
Applicants further argue that the examiner has no basis to suggest that one skilled in 
the art would consider combining the light imaging contrast agents of Snow with the 
optical fiber cable of Anelli to arrive at applicants' claimed invention. 

In this regard, it is the examiner's position that "Section 103 requires us to 
presume full knowledge by the inventor of the prior art in the field of his endeavor", but 
does not require us to presume full knowledge by the inventor of prior art outside the 
field of his endeavor, i.e. of "non-analogous" art. In that respect, it only requires us to 
presume that the inventor would have the ability to select and utilize knowledge from 
other arts reasonably pertinent to his particular problem which would be expected of a 
man of ordinary skill in the art to which the subject matter pertains. In re Antle, 170 
USPQ 285, 287 (CCPA 1 971 ). In the present case, Snow clearly teaches that his 
compounds can be used as stabilizers in polymeric compositions. The skilled artisan 
concerned with polymeric compositions that are stabilized would have been reasonably 
motivated to look to the teachings of Snow with the reasonable expectation of success. 

Applicants argue that the examiner has provided no evidence that the componds 
of Snow have the claimed critical structure. 

In this regard, Snow teaches the same compounds as contemplated by 
applicants. The same compounds necessarily have the same properties. Applicants 
have provided no clear factual evidence on this record to the contrary. 
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Applicants argue that the instant specification contains unexpected results 
achieved by addition of a suitable amount of hydrolysis stabilizer having the claimed 
molecular characteristics. 

In this regard, it is the examiner's position that the showing in the specification is 
not commensurate in scope with the present claims. In particular, claims 1 and 2 
require amounts much lower than the 1 .57 mmole of compound. 

No claims are allowed. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill Gray whose telephone number is 571 -272-1 524. 
The examiner can normally be reached on M-Th and alternate Fridays 8:00-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton I. Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jill Gray 

Primary Examiner 
Art Unit 1794 

/Jill Gray/ 

Primary Examiner, Art Unit 1794 



